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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
5/25/2007 has been entered. 

Response to Amendment 

Amendment received on 5/25/2007 is acknowledged and entered. Claims 3 and 
11-16 have been withdrawn. Claim 4 has been canceled. Claim 1 has been amended. 
Claims 1-3 and 5-16 are currently pending in the application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 5-9 indicate that they depend on claim 4, which is canceled. Therefore, 
claims 5-9 are confusing. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 2, 5-10 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

In determining whether the claimed subject matter is statutory under 35 U.S.C. 
101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel 
Communications, Inc., 172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 
1999); State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368, 
1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful 
arts" when it is a machine, manufacture, process or composition of matter, which 
produces a concrete, tangible, and useful result. The fundamental test for patent 
eligibility is thus to determine whether the claimed invention produces a "useful, 
concrete and tangible result". The test for practical application as applied by the 
examiner involves the determination of the following factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the 
examiner look at the claimed invention as a whole and compare any asserted utility with 
the claimed invention to determine whether the asserted utility is accomplished. 
Applying utility case law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 
(Fed. Cir. 1994), the examiner will determine whether there is simply a mathematical 
construct claimed, such as a disembodied data structure and method of making it. If so, 
the claim involves no more than a manipulation of an abstract idea and therefore, is 
nonstatutory under 35 U.S.C. 101 . In Warmerdam the abstract idea of a data structure 
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became capable of producing a useful result when it was fixed in a tangible medium, 
which enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be assured. An 
appropriate rejection under 35 U.S.C. 101 should be accompanied by a lack of 
enablement rejection, because the invention cannot operate as intended without undue 
experimentation. 

35 U.S.C. § 101 provides: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Traditional process can be understood as either transforming subject matter or 
implemented by one of the other three categories. See Tilghman v. Proctor, 102 U.S. 
707, 722 (1880) ("where the result or effect is produced by chemical action, by the 
operation or application of some element or power of nature, or of one substance 
to another, such modes, methods, or operations are called processes."); see also 
AT&T, 172 F.3d at 1356, 50 USPQ2d at 1450 ("any step-by-step process, be it 
electronic, chemical, or mechanical, involves an 'algorithm 1 in the broad sense of the 
term."). 

Method claim 1 does not recite any electrical, chemical, or mechanical acts or 
results, typical in traditional process claims; the claim does not require any machine or 
apparatus to perform the recited steps; and, finally, the claim does not provide any 
physical transformation of an article to a different state or thing, nor does it require any 
transformation of data or signals. However, "...a process claim [in] compliance with 
Section 101 requires some kind of transformation or reduction of subject matter." See In 
re Schrader, 22 F.3d 295, 30 USPQ2d at 1459. 



Furthermore, the claim does not provide any indication who or what is 
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performing the steps of: "indicating a question"; "selecting at least one article" and 
"recommending at least one article". Accordingly, the claim is so broad that it is directed 
to the abstract idea itself, rather than its practical implementation. 

So as the claim 1 is directed to the abstract idea itself, does not require any 
machine or apparatus to perform the recited steps, and does not require 
implementing a mathematical formula or algorithm to transform data, the information 
recited in the claim does not represent a real world activity such as found in Arrhythmia, 
Alappat, or State Street. As such, claim 1 falls outside the scope of § 101 as failing to 
apply its abstract idea to produce a useful and concrete and tangible result. 

The remaining dependent claims do not cure § 101 deficiencies. Accordingly, 
Claims 1 , 2, 5-10 are rejected to as being directed to non-statutory subject matter. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, and 5-10 rejected under 35 U.S.C. 103(a) as being unpatentable 
over unpatentable over Hisanaka et al. (US 2002/0096182) in view of Teagarden et 
al. (US 6,014,631) and further in view of Snitkin (US 2003/0046111). 

Claim 1 . Hisanaka et al. (Hisanaka) teaches a method of selection absorbent 
article based on information received about incontinence person, wherein said 
information is provided by a care person, and wherein said selecting of the absorbent 
articles such as disposable diapers and sanitary napkins is conducted to conform to the 
user's physiological and psychological requirements [0007]; [0011]. 
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Hisanaka does not specifically teach that said received information includes 
information about incontinence devices which are currently used by the person. Also, 
Hisanaka does not specifically teach that said step of receiving information comprises 
the step of indicating a question and a plurality of possible answers for selection. 

Teagarden et al. (Teagarden) teaches a method of recommending a medication 
product to be used by a person for improving health condition of the person, wherein a 
new medication product is prescribed to a person based, at least in part, on information 
regarding medication product currently used by the person (C. 8, L 42-50; C. 10, L. 60- 
63). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Hisanaka to include that said received information 
includes information about product currently used by the person, as disclosed in 
Teagarden, because it would advantageously allow to design appropriate patient care 
through collection of appropriate information on a patient's use of medical products, and 
patient's satisfaction, as indicated in Teagarden (C. 6, L. 50-53). 

Snitkin teaches a method for treating pelvic floor disorders, wherein in order to 
evaluate and improve the quality of health care, a plurality of questions with a plurality of 
possible answers for selection for each questions are provided to obtain information 
regarding urinary incontinence (Fig. 3d). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Hisanaka in view of Teagarden to include that said step 
of receiving information comprises the step of indicating a question and a plurality of 
possible answers for selection, as disclosed in Snitkin, because it would dvantageously 
allow to improve the quality of health care, as specifically stated in Snitkin [0013]. 

Claims 2 and 10. The method steps disclosed in Hisanaka, Teagarden and 
Snitkin would be performed regardless how many articles are selected, and what type of 
articles is selected. The motivation to modify references would be to expand line of 
medical product offered to customers for accommodating various medical conditions of 
patients. 
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Claims 5-9, see reasoning applied to claim 4. Information as to the specific 
content of the questions cannot change the method steps performed as disclosed in 
Hisanaka in view of Teagarden and further in view of Snitkin. Therefore, said 
information is non-functional language and given no patentable weight. Non-functional 
descriptive material cannot render non-obvious an invention that would otherwise have 
been obvious. See: In re Gulack 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983) In re Dembiczak 175 F.3d 994, 1000, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999). 

MPEP 2106 (1 1 ) (C) states: "Language that suggests or makes optional but 
does not require steps to be performed or does not limit a claim to a particular structure 
does not limit the scope of a claim or claim limitation." The specific example of non- 
functional descriptive material is provided in MPEP 2106, Section VI: (example 3) a 
process that differs from the prior art only with respect to non-functional descriptive 
material that cannot alter how the process steps are to be performed. 

Response to Arguments 

Applicant's arguments filed 5/25/2007 have been fully considered but they are 
not persuasive. 

In response to the applicant's argument that Claim Rejection under 35 U.S.C. § 
101 should be withdrawn, it is noted, that claims 1 , 2 and 5-10 do not recite any 
electrical, chemical, or mechanical acts or results, typical in traditional process claims; 
the claims do not require any machine or apparatus to perform the recited steps; and, 
finally, the claims do not provide any physical transformation of an article to a different 
state or thing, nor do they require any transformation of data or signals. However, "...a 
process claim [in] compliance with Section 101 requires some kind of transformation or 
reduction of subject matter." See In re Schrader, 22 F.3d 295, 30 USPQ2d at 1459. 
Accordingly, so as the claims are directed to the abstract idea itself, do not require any 
machine or apparatus to perform the recited steps, and do not require implementing a 
mathematical formula or algorithm to transform data, the information recited in the claim 
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does not represent a real world activity such as found in Arrhythmia, Alappat, or State 
Street, and, therefore, the claims fall outside the scope of § 101 as failing to apply its 
abstract idea to produce a useful and concrete and tangible result. 

In response to the applicant's argument that Hisanaka teaches away from the 
use of information by a care person, it is noted that the "care person" feature upon 
which applicant relies in claims 1, is not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

In response to the applicant's argument that Teagarden does not teach that said 
product is an absorbent product, it is noted that Hisanaka teaches this feature. To this 
end the examiner points out that one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that *** is nonanalogous art, it has been held 
that a prior art reference must either be in the field of applicant's endeavor or, if not, 
then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, both 
Hisanaka and Teagarden relate to health care industry, wherein services are provided 
to a customer based on interaction with the customer. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
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where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, both references 
relate to recommending health-related products to a person based on person's 
characteristics of experience. The motivation to combine said references would be to 
advantageously allow to design appropriate patient care through collection of 
appropriate information on a patient's use of medical products, and patient's 
satisfaction, as indicated in Teagarden (C. 6, L. 50-53). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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